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DETAILED ACTION 



1. 



Claims 1-39 have been examined. 



Claim Rejections - 35 USC § 101 



2. 



35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and , 



requirements of this title. 

3. Claims 1-39 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

Descriptive material can be characterized as either "functional descriptive material" or 
"nonfunctional descriptive material." In this context, "functional descriptive material" consists 
of data structures and computer programs which impart functionality when employed as a 
computer component. (The definition of "data structure" is "a physical or logical relationship 
among data elements, designed to support specific data manipulation functions." The New IEEE 
Standard Dictionary of Electrical and Electronics Terms 308 (5th ed. 1993).) "Nonfunctional 
descriptive material" includes but is not limited to music, literary works and a compilation or 
mere arrangement of data. Both types of "descriptive material" are nonstatutory when claimed 
as descriptive material perse. In re Warmerdam, 33 F.3d 1354, 1361, 31 USPQ2d 1754, 1760 
(claim to a data structure per se held nonstatutory). 

Data structures not claimed as embodied in computer-readable media are descriptive 
material per se and are not statutory because they are not capable of causing functional change in 
the computer. See, e.g., In re Warmerdam, 33 F.3d 1354, 1361, 31 USPQ2d 1754, 1760 (claim to 
a data structure per se held nonstatutory). Such claimed data structures do not define any 
structural and functional interrelationships between the data structure and other claimed aspects 
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of the invention which permit the data structure's functionality to be realized. In contrast, a 
claimed computer-readable medium encoded with a data structure defines structural and 
functional interrelationships between the data structure and the computer software and hardware 
components which permit the data structure's functionality to be realized, and is thus statutory. 

Similarly, computer programs claimed as computer listings per se, i.e., the descriptions or 
expressions of the programs, are not physical "things." They are neither computer components 
nor statutory processes, as they are not "acts" being performed. Such claimed computer 
programs do not define any structural and functional interrelationships between the computer 
program and other claimed elements of a computer which permit the computer program's 
functionality to be realized. In contrast, a claimed computer-readable medium encoded with a 
computer program is a computer element which defines structural and functional 
interrelationships between the computer program and the rest of the computer which permit the 
computer program's functionality to be realized, and is thus statutory. See In re Lowry, 32 F.3d 
1579, 1583-84, 32 USPQ2d 1031, 1035. 

Claims 23-34 recite a COBOL compiler comprising a series of elements that can be 
reasonably interpreted as software, per se. The claim does not define any structural and 
functional interrelationships between the software elements and a computer that would permit 
the described functionality to be realized when the software is employed as a computer 
component. Accordingly, claims 23-34 appear to merely set forth functional descriptive material 
per se, which is nonstatutory. 
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A claim that requires one or more acts to be performed defines a process. However, not 
all processes are statutory under 35 U.S.C. § 101. To be statutory, a claimed process must either: 
(A) result in a physical transformation for which a practical application is either disclosed in the 
specification or would have been known to a skilled artisan, or (B) be limited to a practical 
application which produces a useful, tangible, and concrete result. See Diamond v. Diehr, 450 
U.S. 175, 183-84, 209 USPQ 1, 9 (1981) (quoting Cochrane v. Deener, 94 U.S. 780, 787-88 
(1876)) ("A [statutory] process is a mode of treatment of certain materials to produce a given 
result. It is an act, or a series of acts, performed upon the subject-matter to be transformed and 

reduced to a different state or thing The process requires that certain things should be done 

with certain substances, and in a certain order; but the tools to be used in doing this may be of 
secondary consequence.' 5 ). See also In re Alappat, 33 F.3d 1526, 1543, 31 USPQ2d 1545, 1556- 
57 (quoting Diehr, 450 U.S. at 192, [209 USPQ at 10]). 

In State Street, the Federal Circuit examined some of its prior section 101 cases, 
observing that the claimed inventions in those cases were each for a "practical application of an 
abstract idea" because the elements of the invention operated to produce a "useful, concrete and 
tangible result." State St. Bank & Trust v. Signature Fin. Group, 149 F.3d 1368, 1373-74, 47 
USPQ2d 1596, 1601-02 (Fed Cir. 1998). For example, the court in State Street noted that the 
claimed invention in Alappat "constituted a practical application of an abstract idea (a 
mathematical algorithm, formula, or calculation), because it produced 'a useful, concrete and 
tangible result' — the smooth waveform." Id. Similarly, the claimed invention in Arrhythmia 
"constituted a practical application of an abstract idea (a mathematical algorithm, formula, or 
calculation), because it corresponded to a useful, concrete and tangible thing — the condition of a 
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patient's heart." Id. (citing Arrhythmia Research Tech. V. Corazonix Corp., 958 F.2d 1053, 22 
USPQ2d 1033 (Fed. Cir. 1992)). 

In determining whether the claim is for a "practical application," the focus is not on 
whether the steps taken to achieve a particular result are useful, tangible and concrete, but rather 
that the final result is "useful, tangible and concrete." The Federal Circuit further ruled that it is 
of little relevance whether a claim is directed to a machine or process for the purpose of a § 101 
analysis. AT&T Corp. v. Excel Commc'ns, 172 F.3d 1352, 1358, 50 USPQ2d 1447, 1451 (Fed. 
Cir. 1999). 

Claims 1-39 are directed to methods (claims 1-17 and 35-39), systems (claims 18-22), 
and "compilers" (claims 23-34) for "providing" a technical/extension layer enabling an 
asynchronous/distributed processing module and "employing" such a module to perform 
asynchronous/distributed processing. This claimed subject matter lacks a practical application of 
a judicial exception (law of nature, abstract idea, naturally occurring article/ phenomenon) since 
it fails to produce a useful, concrete and tangible result. Specifically, the claimed subject matter 
does not produce a tangible result because the claimed subject matter fails to produce a result 
that is limited to having real world value rather than a result that may be interpreted to be 
abstract in nature as, for example, a thought, a computation, or manipulated data. More 
specifically, the claimed subject matter describes at best the performing of a process that is not 
tied to any particular tangible output capable of being, for example, stored, displayed, or 
conveyed in any manner causing any useful functional or structural change in a computer system 
so as to achieve a practical application. This produced result remains in the abstract and, thus, 
fails to achieve the required status of having real world value. 
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4. To expedite a complete examination of the instant application, the claims rejected under 
35 U.S.C. §101 (non-statutory) above are further rejected as set forth below in anticipation of 
Applicant amending these claims to place them within the four statutory categories of invention. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-3, 5-8, 10-37, and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over "PERCobol Evaluation and Review Guide: Getting Started" (hereinafter Getting_Started) in 
view of "PERCobol Enterprise Edition V2.4: Programmer's Guide" (hereinafter Prog_Guide). 

As per claim 1 , Getting_Started discloses providing a technical layer for use by a 
COBOL program, the technical layer enabling a distributed processing module (see, for example, 
pages 7-8); providing a COBOL program (see, for example, pages 7-8); and the COBOL 
program and the technical layer operating in the same runtime environment (see, for example, 
pages 7-8). 

Prog_Guide teaches employing, by the COBOL program, the distributed processing 
module to enable the COBOL program to perform distributed processing (see, for example, 
pages 90-95). 
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The motivation to combine the teachings of GettingJStarted and Prog_Guide is readily 
apparent as these documents are describing the same family of products from the same source 
(associated with the trademark PERCOBOL). 

As per claim 2, see, for example, pages 7-8 of Getting_Started and pages 90-95 of 
Prog_Guide. For reasons stated above, such a claim also would have been obvious. 

As per claim 3, see, for example, pages 7-8 of GettingJStarted and pages 90-95 of 
Prog_Guide. For reasons stated above, such a claim also would have been obvious. 

As per claim 5, see, for example, page vi of Prog_Guide (OS/390 is a mainframe 
operating system). For reasons stated above, such a claim also would have been obvious. 

As per claim 6, see, for example, Getting_Started, pages 7-8. For reasons stated above, 
such a claim also would have been obvious. 

As per claim 7, see, for example, GettingJStarted, pages 7-8. For reasons stated above, 
such a claim also would have been obvious. 

As per claim 8, see, for example, pp. 90-95 of Prog_Guide. For reasons stated above, 
such a claim also would have been obvious. 

As per claims 10-12, see, for example, pp. 90-95 and 167-181 of Prog_Guide. For 
reasons stated above, such a claim also would have been obvious. 

As per claim 13, see, for example, Getting_Started, pages 7-8. For reasons stated above, 
such a claim also would have been obvious. 

As per claim 14, see, for example, pp. 90-95 of Prog_Guide. For reasons stated above, 
such a claim also would have been obvious. 
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As per claims 15-17, see, for example, pages 7-8 of GettingJStarted and pages 90-95 of 
Prog J3uide. For reasons stated above, such claims also would have been obvious. 

As per claim 18, GettingJStarted discloses a computer system (inherent); a COBOL 
extension layer enabling at least one module operable for a distributed and asynchronous 
processing task (see, for example, pages 7-8). 

Prog_Guide teaches employing, by a COBOL program, the distributed processing 
module to enable the COBOL program to perform distributed processing (see, for example, 
pages 90-95). 

The motivation to combine the teachings of GettingJStarted and Prog J3uide is readily 
apparent as these documents are describing the same family of products from the same source 
(associated with the trademark PERCOBOL). 

As per claim 19, see, for example, GettingJStarted, pages 7-8. For reasons stated above, 
such a claim also would have been obvious. 

As per claim 20, see, for example, Getting_Started, pages 7-8. For reasons stated above, 
such a claim also would have been obvious. 

As per claim 21, see, for example, page vi of Prog_Guide (OS/390 is a mainframe 
operating system). For reasons stated above, such a claim also would have been obvious. 

As per claim 22, see, for example, Prog_Guide, pages 90-95. For reasons stated above, 
such a claim also would have been obvious. 
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As per claim 23, Getting_Started discloses an engine to compile a COBOL program and 
a processing module (see, for example, pages 7-8). 

Prog_Guide teaches employing, by the COBOL program, the distributed and 
asynchronous processing module to enable the COBOL program to perform distributed and 
asynchronous processing (see, for example, pages 90-95). 

The motivation to combine the teachings of GettingJStarted and Prog_Guide is readily 
apparent as these documents are describing the same family of products from the same source 
(associated with the trademark PERCOBOL). 

As per claim 24, see, for example, Prog_Guide, pages 167-181. For reasons stated above, 
such a claim also would have been obvious. 

As per claim 25, see, for example, Progr_Guide, pp. 177-181. For reasons stated above, 
such a claim also would have been obvious. 

As per claim 26, see, for example, Progr_Guide, pp. 90-95. For reasons stated above, 
such a claim also would have been obvious. 

As per claim 27, see, for example, Progr_Guide, pp. 90-95. For reasons stated above, 
such a claim also would have been obvious. 

As per claims 28-30, see for example, Prog_Guide, pp. 177-181. For reasons stated 
above, such claims also would have been obvious. 

As per claims 31 and 32, see, for example, p. 90 of Prog_Guide. For reasons stated 
above, such claims also would have been obvious. 

As per claim 33, see, for example, p. 91 of Prog_Guide. For reasons stated above, such a 
claim also would have been obvious. 
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As per claim 34, see, for example, p. 93 of Prog_Guide. For reasons stated above, such a 
claim also would have been obvious. 

As per claim 35, Getting_Started discloses providing a technical layer for use by a 
COBOL program (see, for example, pages 7-8); providing a COBOL program (see, for example, 
pages 7-8). 

Prog_Guide teaches employing, by the COBOL program, the distributed and 
asynchronous processing module to enable the COBOL program to perform distributed and 
asynchronous processing (see, for example, pages 90-95). 

The motivation to combine the teachings of GettingJStarted and Prog_Guide is readily 
apparent as these documents are describing the same family of products from the same source 
(associated with the trademark PERCOBOL). 

As per claim 36, see, for example, Getting_Started, pages 7-8. For reasons stated above, 
such a claim also would have been obvious. 

As per claim 37, see, for example, Getting_Started, pages 7-8. For reasons stated above, 
such a claim also would have been obvious. 

As per claim 39, see, for example, page vi of Prog_Guide (OS/390 is a mainframe 
operating system). For reasons stated above, such a claim also would have been obvious. 

7. Claims 4 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Getting_Started and Prog_Guide, as applied above to claims 1 and 35, and further in view of 
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"Pro*COBOL Precompiler Programmer's Guide," March 2002, Oracle Corp., Part No. A96109- 
01, pp. i-xxi, "2-1" through "2-32", and "12-1" through "12-22", (75 pages) (hereinafter Pro*C). 

As per claims 4 and 38, although Getting_Started and Prog__Guide fail to expressly 
disclose the use of a pre-compiler for implementing processing modules, Pro*C teaches that it is 
known to use such a pre-compiler to allow for the addition of new processing modules into a 
host language (see, for example, pages "2-2" through "2-6" of Pro*C). Therefore, it would have 
been obvious to one of ordinary skill in the computer art at the time the invention was made to 
incorporate the use of a pre-compiler for implementing processing modules as taught by Pro*C. 
One would be motivated to do so to gain the advantages of being able to write very flexible 
applications (see Pro*C at p. "2-2"). 

8. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Getting_Started 
and Prog_Guide, as applied above to claim 1, and further in view of U.S. Patent No. 5,146,593 
(Brandle et al.). 

As per claim 9, although Getting^Started and Prog_Guide fail to expressly 
disclose the use of assembly language to write the technical layer, Brandle teaches that it is 
known to use multiple available languages, including, for example, COBOL and assembly 
language together to create callable modules (col. 4, lines 17-40). Therefore, it would have been 
obvious to one of ordinary skill in the computer art at the time the invention was made to use 
assembly language as a known means to efficiently implement such modules. One would be 
motivated to do so to gain the advantage of flexibly allowing modules to be written in multiple 
languages. 
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Conclusion 



9. The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. 

10. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Eric B. Kiss whose telephone number is (571) 272-3699. The 
Examiner can normally be reached on Tue. - Fri., 7:00 am - 4:30 pm. The Examiner can also be 
reached on alternate Mondays. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Tuan Dam, can be reached on (571) 272-3695. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature should be directed to the TC 2100 Group receptionist: 



571-272-2100. 




Eric B. Kiss 
February 16, 2007 



